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DETAILED ACTION 
Comments 

Applicants' amendments and request for reconsideration in the communication 
filed on 31 March 2008 are acknowledged and the amendments are entered. 

Claims 134-136 and 143-145 are withdrawn from further consideration pursuant 
to 37 CFR 1 .142(b) as being drawn to a nonelected Species, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 15 
September 2006. 

Claims 128-145 are pending, and claims 128-133 and 137-142 are examined in 
the instant Office action. 

Information disclosure statement 

The information disclosure statement filed on 31 March 2008 has been 
considered. 

Withdrawn Objections/Rejections 

The objections to the drawings are withdrawn in view of the amended set of 
drawings filed on 31 March 2008. 

The objections to the specification are withdrawn in view of amendments filed to 
the specification and abstract. 
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The objections to claims 53-60 are withdrawn in view of amendments to the 
instant set of claims filed on 31 March 2008. 

The rejections of claims 52-60, 64, 72-74, 77, 81-100, and 103 are withdrawn in 
view of amendments to the instant set of claims filed on 31 March 2008. 

The rejections of claims 52-60, 64, 72-75, 77, 81-100, and 103 as failing to 
comply with the enablement requirement are withdrawn in view of applicant's arguments 
on pages 7-8 of the Remarks of 31 March 2008. 

The rejections of claims 52-60, 64, 72-75, 77, 81-100, and 103 as being directed 
to non-statutory subject matter are withdrawn in view of amendments filed to the instant 
set of claims on 31 March 2008. 

The rejections of claims 52-60, 64, 72-75, 77, 81-100, and 103 under 35 U.S.C. 
112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention are 
withdrawn in view of amendments filed to the instant set of claims on 31 March 2008. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The following rejection is necessitated by applicant's amendments: 

Claims 137-142 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 
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Claims 137-142 are drawn to computer readable media wherein page 6 of the 
specification (line 1-3) specifically states that the computer readable media 
encompasses carrier waves (i.e. signals), which, per se, are not statutory. See MPEP 
2106. As the claims encompass embodiments which are nonstatutory subject matter, 
claims 137-142 are not statutory. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following rejection is necessitated by applicant's amendment: 

Claims 131 and 140 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Since step b of instant claim 128 involves "translating the genetic profile into one 
or more identifiers of a medical literature classification system for a medical literature 
database," and dependent claim 131 is further limiting where the medical literature 
classification system includes MeSH, instant claim 131 lacks written description 
because MeSH is continuously being updated and applicant does not have possession 
of MeSH in its current, or any future (updated) form. In other words, the translating step 
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involves searching databases in the form of MeSH present at the time of filing; applicant 
(at the time of filing) did not have possession of MeSH in any updated form. 
The same type of analysis applies to claim 140. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following rejection is reiterated from the previous Office action: 

Claims 128-129, 132-133, 137-138, and 141-142 are rejected under 35 

U.S.C. 102(b) as being anticipated by Rappaport (US PGPUB 2002/0007285 A1; 

published 1 7 January 2003; filed 3 January 2001 ). 

Independent claims 128 and 137 are drawn to a method and computer readable 

media of identifying medical literature (i.e. using computer code) comprising: 

a) receiving a genetic profile of a patient; 

b) translating the genetic profile into one or more identifiers of a medical classification 
system for a medical literature database; 

c) searching the medical literature database for medical literature articles relating to the 
one or more identifiers using an evidence based medicine filter; and 

d) identifying the articles on a user interface. 
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Rappaport discloses a method for use on a computer (paragraph 63, line 7-10) 
on computer readable medium (paragraph 21, lines 1-3) for receiving laboratory test 
results from a patient (for example, paragraph 5, figure 1 1) wherein the laboratory 
results may include genetic profile data (paragraph 32, lines 6-9). These results are 
associated with a code (paragraph 6, line 4) wherein the results in combination with the 
code are translated in concepts and contexts (for example, paragraph 79) that are used 
fro identifying associated information that may include medical literature articles (for 
example, paragraph 105). Since the database of information being searched is a 
database of evidence based on medicine resources (for example, module 1017, figure 
10; paragraph 21 , lines 19-21 ) the retrieved articles are filtered based on relevance to 
evidenced-based medicine. Rappaport illustrates a user interface in Figure 1 . 

With respect to claims 129 and 138, Rappaport discloses obtaining genetic and 
genomic data as part of laboratory tests (paragraph 32, lines 6-9). 

With respect to claims 132 and 141, Rappaport discloses that the documents 
present in the evidence based medicine database include clinical information in the form 
of related information on diagnoses and procedures (paragraph 196). 

With respect to claims 133 and 142, Rappaport discloses that the information 
provided from the database can include results of randomized trials (a treatment has 
been validated) as well as suggestions as to whether or not a procedure or test should 
be performed (see paragraph 21). 



Response to Arguments : 
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Applicant's arguments filed 31 March 2008 have been fully considered but they 
are not persuasive. 

Applicant argues on pages 10-1 1 of the Remarks that ""Rappaport did not show 
searching the medical literature database for medical literature articles using an 
evidence based medicine filter." In support of this argument, applicant states the 
following: 

However, the Evidence Database is not a medical literature database, such as MEDLINE or 
PubMed. Rather it is a database constructed for the purpose of serving Labstory. 

This argument is not persuasive, because, absent a definition of "medical 

literature database" in the specification, the term is interpreted broadly and reasonably 

to be any database comprising medical information. Paragraph [0021] of Rappaport 

states with regards to "evidence based databases" that in each of the embodiments of 

the invention, this evidence based database may include medical information. 

Consequently, the evidence based database of Rappaport [i.e. lines 23-27 of paragraph 

0021] is interpreted as a medical literature database that is searched for assisting the 

Labstory process as illustrated in Figure 10 of Rappaport. Applicant even states in the 

sentence bridging pages 10-11 of the Remarks: 

When information about a lab test on a patient is received, e.g., into a Labstory document, the 
code associated with that test is used to query a database referred to as an "Evidence Database" 
to retrieve information from the Evidence Database for incorporation into the Labstory document, 
(see paragraph 0021 of Rappaport). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following rejection is reiterated: 
35 U.S.C. 103 Rejection #1: 

Claims 130 and 139 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rappaport as applied to claims 128-129, 132-133, 137-138, and 141-142 above, in 
further view of Davies et al. (US PGPUB 2003/00461 14 filed 23 October 2001). 

Claims 130 and 139 are further limiting wherein SNPs are analyzed. 

Rappaport discloses a method for identifying medical literature as described 

above. 

However, Rappaport does not detail SNPs. 

Davies et al. disclose patient profiles including SNP information (for example, 
paragraph 19, paragraph 68). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
instant invention to modify the medical literature searching of Rappaport by use of the 
SNP information of Davies wherein the motivation would have been that Davies et al. 
furthers the searching strategies of Rappaport by analyzing SNPs in order to improve 
patient care (for example, paragraph 26, lines 9-13). 

Response to Arguments : 

Applicant's arguments filed 31 March 2008 have been fully considered but they 
are not persuasive. Applicant argues that the reference of Davies et al. does not 
overcome the alleged deficiencies of Rappaport. As discussed above, the reference of 
Rappaport is not deficient; therefore the rejection is maintained. 

The following rejection is NEWLY Applied based on evidence provided in the IDS of 31 
March 2008: 

35U.S.C.103 Re j ection #2: 

Claims 131 and 140 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rappaport as applied to claims 128-129, 132-133, 137-138, and 141-142 above, in 
further view of McCray et al. (Proc AMIA Symp., 2002, pages 504-508; on IDS). 

Claims 131 and 140 are further limiting wherein the literature classification 
system includes MeSH. 

Rappaport discloses a method for identifying medical literature as described 

above. 
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However, Rappaport does not teach MeSH. 

The article of McCray et al. teaches the lexical properties of gene ontology. In 
particular, McCray et al. studies lexical properties that filter out ill-formed strings in 
existing biomedical terminology. One of the databases taught in McCray et al. is the 
MeSH database. 

It would have been obvious to someone of ordinary skill in the art at the time of 
the instant invention to modify the searching procedures of Rappaport by use of the 
MeSH database of McCray et al. because it is obvious to try known variants from a finite 
number of identified, predictable solutions. In this instance, MeSH is one of the 
databases applicable to the more general databases of Rappaport; one of ordinary skill 
in the art would have recognized that applying the known technique would have yielded 
predictable results. There would have been a reasonable expectation of success in that 
the study of Rappaport is general and applicable to species of databases listed in 
McCray. 

Conclusion 

No claim is allowed. 

Applicant's submission of an information disclosure statement under 37 CFR 
1 .97(c) with the fee set forth in 37 CFR 1 .17(p) on 31 March 2008 prompted the new 
ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION IS 
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MADE FINAL. See MPEP § 609.04(b). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1600 via the 
central PTO Fax Center. The faxing of such pages must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 
(November 1 6, 1 993), and 1 1 57 OG 94 (December 28, 1 993)(See 37 CFR § 1 .6(d)). 
The Central PTO Fax Center Number is (571) 273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Negin, Ph.D., whose telephone number is (571) 
272-1083. The examiner can normally be reached on Monday-Friday from 7am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Marjorie Moran, Supervisory Patent Examiner, can be reached at (571) 
272-0720. 
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Information regarding the status of the application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information on the PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 



/RSN/ 

18 June 2008 

Russell S. Negin, Ph.D. 

/Marjorie Moran/ 

Supervisory Patent Examiner, Art Unit 1631 



